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Drawings 



1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because 
they include the following reference sign(s) not mentioned in the description: Figure 
4, element 400. A proposed drawing correction, corrected drawings, or amendment 
to the specification to add the reference sign(s) in the description, are required in 
reply to the Office action to avoid abandonment of the application. The objection to 
the drawings will not be held in abeyance. 

2. Claims 1-17 have been examined. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 6-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Claim 6 recites the limitation "said switching the active memory" in lines 3-4. There 
is insufficient antecedent basis for this limitation in the claim. Examiner suggests 
including the step of, "switching the active memory from a first memory to a second 
memory," prior to the mention of said limitation. 



Claim Rejections - 35 USC §112 
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Claim 7 recites the limitation "said breakpoint service routine" in lines 3-4. There is 
insufficient antecedent basis for this limitation in the claim. The language of claim 6 
mentions a "breakpoint request," (line 2), but does not disclose a breakpoint service 
routine. A breakpoint service routine seems to be introduced in claim 8. Examiner 
suggests either changing the language of claim 6 to introduce the breakpoint service 
routine, or reordering the claims so as to make claim 7 dependent on claim 8. 

Appropriate correction is required. 

Claims 8 and 9 are rejected based on their dependence on claim 6. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



1. Claims 1-15 and 17 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Claim Rejections - 35 USC § 102 



Jones et al, (U.S. 6,356.960). 
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Regarding claims 1 and 17, a method for implementing a breakpoint, (see col. 2, 
lines 21-24), debugging scheme, (note Abstract), is disclosed, comprising: 

• Storing application code in a first memory, (col. 2, lines 16-18); 

• Storing a breakpoint service routine in a separate second memory, (col. 2, lines 
12-13); 

• Encountering a breakpoint request, (col. 10, lines 16-18 and col. 9, lines 25-26); 

• Switching the active memory from said first memory to said second memory, (col. 
2, lines 10-13); and 

• Executing said breakpoint service routine stored in said second memory, (col. 2, 
lines 12-13). 

The debugging routine taught by Jones et al. involves suspending the nomial 
operation of a processor, obtaining a debugging routine from a secondary memory, 
executing the routine and then resuming the normal operation of the processor. 
Therefore, a debugging routine as taught by Jones et al. is considered synonymous 
with a breakpoint service routine as taught by applicant. 

As per claim 2, see col. 2, lines 13-18, wherein the active memory is switched from 
the second memory to the first memory upon completion of the debugging routine. 

Regarding claim 3, note col. 2, lines 22-27, which teaches storing status information 
in a memory stack, ("address store"), prior to switching the active memory from the 
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first memory to the second memory, and also, reading said status information from 
the memory stack upon completion of said breakpoint service routine. 
To one of ordinary skill in the art, the use of a memory stack is inherently taught by 
Jones et a! in the language, "address store." 

As per claim 5, when a suspend operation is in effect, the operation of the CPU in 
accessing the first memory is inhibited, (see col. 12, lines 12-18). Since the second 
memory is only active during a suspend operation, (note col. 2, lines 6-18), thus 
enabling the debugging routine, it is inherent in this disclosure that the first memory 
is not accessible when the second memory is active. 

Regarding claim 4, and in view of the above explanation pertaining to claim 5, with 
the first memory only being active in the absence of a suspend state, it is also 
inherent that the second memory is not accessible when the first memory is active. 
The second memory is only accessible during a suspend operation. 

Regarding claim 6, and as applied to claims 1 and 17 above, Jones et al discloses a 
method for implementing a memory scheme comprising: 

• Receiving a breakpoint request, (col. 2, lines 9-12; col. 10, lines 16-18; and col. 
9, lines 25-26); 

• Storing status infomiation in a memory stack prior to said switching the active 
memory from a first memory to a second memory, (col. 2, lines 22-27); 
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• Changing memory references from said first memory to said second memory, 
(col. 2, lines 10-13); and 

• Operating a program stored in said second memory, (col. 2, Iines12-13). 
The use of memory references is inherent in the operation of multiple memory 
devices, as would be obvious to one of ordinary skill in the art when viewing the 
language of col. 2, lines 10-13. Note also, col. 1, lines 66-67. 

As per claim 7, it is inherent that in operating the CPU with code in said first memory 
after the completion of said debugging routine, (note col. 2, lines 16-18), the memory 
reference would be restored from said second memory to said first memory. Note 
also, col. 2, lines 22-27, which teaches reading the status information from a 
memory stack upon completion of the debugging routine. 

Regarding claim 8, note col. 2, lines 12-13. 

As per claim 9, see col. 2, lines 13-18. 

Regarding claim 10, a system for non-intrusive dynamic memory mapping, (note col. 
14, lines 49-54), is disclosed, comprising: 

• A processor, (col. 1 , line 35); 

• A first memory for storage of application code, (col. 1 , lines 49-51 ); 
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• A second memory for storage of a breakpoint service routine, (col. 1 , lines 45- 
46), said second memory configured separate from said first memory, (col. 1 , 
lines 50-51); and 

• A controller configured to select one of said first memory and said second 
memory, (col. 1 , lines 43-46), based on the status of said processor, (col. 8, lines 
41-46). 

Also, see col. 1, lines 37-38 which discloses a communication path between the 
CPU and the first memory, and col. 1 , lines 39-41 , which discloses a connection 
between said controller, second memory, and said communication path. This 
system, therefore, inherently discloses a controller coupled between a processor, a 
first memory and a second memory. 

As per claim 11, note, again, col, 10, lines 16-18, and col. 8, lines 41-46, wherein the 
state of said processor includes information regarding the breakpoint, or suspension, 
status of said processor. 

Regarding claim 12, note col. 1 , lines 35-37, which teaches a bus interface coupled 
to said first memory, said second memory, said processor, and said controller. See 
explanation regarding the communication path, as pertained to claim 10 above. 

Regarding claim 13, said bus interface is configured to send and receive data to and 
from said first memory, (col. 1, lines 37-38), and said second memory, (lines 40-42), 



Application/Control Number: 10/017.179 
Art Unit: 2114 



Pages 



and further configured to send and receive data to and from said processor, (lines 
37-38), based on instruction received from said controller, (lines 42-43). 

As per claim 14, the bus interface is configured to access only one of said first 
memory and said second memory based on signals provided by said controller. 
This behavior is inherent in the design taught in col. 1 , lines 42-50, but is further 
detailed in the explanation of the suspend logic given in col. 12, lines 12-18. 

Regarding claim 15, see col. 1, lines 42-46, wherein said controller is configured to 
select said second memory when a breakpoint interrupt service request is made. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jones et al. 
as applied to claim 10 above, and further in view of Kamiya, (U.S. 4,672,534). 
Jones et al. fails to disclose a second memory that is a read-only memory. 
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Kamiya teaches a second memory that is a read-only memory and stores a test 
program, (see col. 1, lines 50-52). 

Kamiya and Jones are considered to be analogous art because they both teach a 
system for storing a debugging routine in a secondary memory, to be accessed 
separately from a first memory in response to a debugging control unit. 
The second memory as disclosed in the preferred embodiment of Jones et al. is 
accessed only in order to read a debugging routine stored therein. In this 
embodiment, the capability to write to the second memory is not required, and 
therefore a ROM device would be sufficient in performing the functions of the 
second memory, and would further offer the advantage of preventing the 
debugging routine stored therein from being altered. In view of Kamiya one of 
ordinary skill in the art would have found it obvious to include a ROM device as a 
second memory in Jones et al, and would have been properly motivated to do so 
in order to protect the integrity of the debugging routine stored in the second 
memory. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 



Double Patenting 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attomey or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 10-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 13 of 
copending Application No. 10/128,025. Although the conflicting claims are not 
identical, they are not patentably distinct from each other. 

It is well settled that the omission of an element and its function is an obvious 
expedient if the remaining elements perform the same function as before. In re 
Karlson. 136 USPQ 184 (CCPA 1963). 

Claims 10-15 omit the following elements from copending Application claim 13: a 
breakpoint interrupt generator configured to transmit signals when a breakpoint is 
desired. Claims 10-1 1 and 15 further omit a bus interface coupled to a 
microcontroller and to a dynamic memory mapping controller. 

Regarding claim 10, claim 13 of the copending application comprises the following: 

• A system for non-intrusive dynamic memory mapping *, (line 5); 

• A processor, (lines 1-2); 

• A first memory, storing application, (program), code, (line 1 1 ); 
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• A second memory, storing a breal<point service routine **, configured separately 
from the first memory ***, (lines 10-11); 

• A bus interface coupled to said microcontroller and to said dynamic memory 
mapping controller, (lines 8-9), and coupled to the breakpoint memory and the 
program memory, (lines 10-11). Thus, inherently, the system comprises a 
controller coupled between a processor, a first memory and a second memory. 

*A dynamic memory mapping scheme that includes a program memory and a 
breakpoint memory in separate devices is inherently non-intrusive. 
**A breakpoint memory, as described on line 10, implies a memory device storing a 
breakpoint service routine. 

***The separate mention of two distinct memory devices implies their separate 
configuration. 

The language of claim 1 3 of the copending application states on lines 1 2-1 4 that the 
bus interface is configured to select between said program memory and said 
breakpoint memory based on a signal from said breakpoint interrupt generator. The 
bus interface is only coupled to said breakpoint interrupt generator due to the 
coupling between the dynamic memory mapping controller and the breakpoint 
inten-upt generator, (see lines 5-9. Therefore, it is inherent that the system 
comprises a controller that is configured to select one of said first memory and said 
second memory based on the status of said processor, if the bus interface is 
configured to do the same. 
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Regarding claim 11 , the language on line 14 states that the status of the processor 
is coming from a breakpoint interrupt generator, which transmits a signal when a 
breakpoint is desired, (see lines 3-4). Therefore, it is implied that the information 
pertaining to the status of the processor includes information regarding the 
breakpoint status of said processor. 

Regarding claim 12, the bus interface introduced in lines 8-9 is coupled to the first 
memory, (line 11), the second memory, (line 10), the processor, (line 8), and to the 
controller, (line 9). 

Regarding claim 13, in being coupled as described above, it is inherent in a bus 
interface's design, as widely known in the art, that it would be configured to send 
and receive data to and from the first memory and the second memory, and would 
also be configured to send and receive data to and from the processor based on 
instructions received from the controller. Such functionality is inherent in the usage 
of a bus interface. 

Regarding claim 14, it is implied in the language, "select between," as it appears on 
lines 12-13, "said bus interface is configured to select between said program 
memory and said breakpoint memory," that only one of said first and second 
memories is to be accessed. Moreover, as the bus interface is coupled to the 
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dynamic memory mapping controller, (lines 8-9), it is implied that the signals that 
detennlne which memory is to be accessed, originate at the dynamic memory 
mapping controller. 

Regarding claim 15, it is also implied that the second memory, or breakpoint 
memory, is to be accessed when a breakpoint interrupt service request is made. 

Conclusion 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron D Matthew whose telephone number is (703) 
605-121 1. The examiner can normally be reached on 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W Beausoliel can be reached on (703) 305-9713. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



ADM 




SUPERVISORY PATEMT EXAMINER 
TECHNOLOGY CENTER 21 00 



